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I. Related Appeals and Interferences 

In accordance with 37 C.F.R. § 41.37(c)(1)(ii), Appellants advise the Board of 
Patent Appeals and Interferences of the following appeal, which may be related to, 
directly affect or be directly affected by or have a bearing on the Board's decision in the 
instant appeal. Appellants inadvertently failed to list this appeal in their Appeal Brief. 

Appeal No. 2004-2205 (Application No. 09/766,403; Attorney Docket 
No. 05725.0833): 

A Decision was issued by the Board of Patent Appeals and Interferences for this 
related Appeal on Febmary 4, 2005. A copy of this decision is appended herewith. 
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II. Argument 

A. Claims 1 -1 9, 21 -23, 28-62, and 68-83 

1. The Examiner has not Established Inherency 

Despite the Examiner's assertions to the contrary, this rejection is clearly 
inherency-based. To that end, Appellants maintain that the Examiner has not 
established a prima facie case of obviousness at least because she has not shown that 
the claimed turbidity, ranging from 60 NTU to 600 NTU, is an inherent property of 
particle size. The Examiner's attempts to rebut Appellants' arguments only strengthen 
Appellants' point, as well as demonstrate the Examiner's incorrect standard for 
determining obviousness. 

In her Answer, the Examiner asserts that "the turbidity limitation of the claim is 
not a nonobvious, new property of the nanoemulsion made in view of prior arts." 
Examiner's Answer at 9. The Examiner attempts to support this statement by further 
contending that the "combined teachings of the references provide a skilled artisan in 
emulsion art that the emulsions having particles of discontinuous phase in micron or 
submicron scale generally produce transparent or translucent property." Id, 

The Examiner's statements that certain particle sizes in emulsions will 
necessarily lead to a translucent property can only be interpreted to mean that the 
Examiner thinks that the turbidity is an inherent property of particle size. This is further 
emphasized by the Examiner's inability to cite a reference that teaches both the particle 
size and turbidity as claimed by Appellants. 

As previously argued, the Examiner does not meet the high burden of inherency 
since the Examiner's argument is supported, at best, by evidence showing that a certain 
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result or characteristic may occur or be present in the prior art, which "is not sufficient to 
establish the inherency of that result or characteristic." M.P.E.P. § 21 12. Appellants 
reiterate that "to establish inherency, the extrinsic evidence 'must make clear that the 
missing descriptive matter is necessarily present in the thina described in the reference, 
and that it would be so recoonized bv persons of ordinary skill .' " In re Robertson, 
U.S.P.Q.2d 1949, 1950-51 (Fed. Cir. 1999) (citations omitted) (emphasis added). The 
Examiner has failed to meet this burden. 

The Examiner's reliance on the teaching of Knowlton remains misplaced, as it 
does not make clear that the "missing subject matter is necessarily present in the thing 
described in the reference." Rather, Knowlton clearly teaches why the missing subject 
matter is merely a possibility by stating that "it is foolish to generalize on the correlation 
of emulsion appearance with the size of the dispersed phase particles." Knowlton at 
552 (emphasis added). Therefore, Knowlton cannot support a rejection based on 
inherency because Knowlton clearly teaches that the claimed property is a mere 
possibility. 

The Examiner contends that "appellants' description of Knowlton does not fairly 
represent what a reasonable skilled artisan would have learned from the reference." 
Examiner's Answer at 9 (emphasis in original). The Examiner also argues that because 
Appellants give weight to the disclaimer contained in Knowlton, Appellants are 
"completely ignoring the main teaching of the reference." Id. 

This is simply wrong. Appellants are not "ignoring" the teaching of Knowlton, 
rather. Appellants are merely pointing out that Knowlton's disclaimer makes it 
impossible to support the inherency argument the Examiner is so desperately trying to 
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make (albeit without admitting as much). Moreover, it is actually the Examiner who is 
"ignoring" the teaching of Knowlton, by impermissibly picking and choosing the parts of 
Knowlton that support her position. 

The Examiner attempts to undermine Knowlton's disclaimer by stating that 
"Knowlton's caution against total generalization merely indicates that there may be other 
factors that affect turbidity ." Examiner's Answer at 9 (emphasis added). Once again, 
the Examiner's own words bolster Appellants' position. If factors other than particle size 
may affect turbidity, then a certain particle size cannot inherently lead to a certain 
turbidity. Such a teaching is far from the requisite evidence necessary to show that the 
missing subject matter is necessarily present. The Examiner inappropriately relies on 
Knowlton as teaching an absolute correlation between appearance and size. The 
Examiner then attempts to extrapolate that incorrect correlation to include turbidity via 
Margosiak. 

As previously argued Margosiak similarly fails to provide the extrinsic evidence 
necessary to show that the nanoemulsion of Restle would have the claimed turbidity. 
The Examiner's Answer does not provide any further argumentation to support her use 
of Margosiak, nor does she rebut Appellants' previous arguments. Margosiak does not 
disclose the size of the particles in its emulsion, and the Examiner has no evidence, 
other than her own conjectures, to support the conclusion that the particles of 
/Wargos/a/c fall within the claimed size range. 

The Examiner improperly relies on the combination of Knowlton and Margosiak 
as stepping stones to reconstruct Appellants' invention. Using an applicant's disclosure 
as a blueprint to reconstruct the claimed invention from isolated pieces of the prior art 



5 



Application No.: 09/765.675 
Attorney Docket Number: 05725.0830 

contravenes the statutory nnandate of section 103 of judging obviousness at tlie point in 
time when the invention was made. See Grain Processing Corp. v. American Maize- 
Prods. Co., 840 F.2d 902, 907, 5 U.S.P.Q.2d 1788, 1792 (Fed. Cir. 1988). 

Appellants' again reiterate that according to the Examiner's rationale, in order to 
arrive at her improper conclusion of obviousness, any nanoemulsion having an oil 
globule size of less than 150 nm would have a transparent appearance and a turbidity 
of less than 105 NTU. This assertion lacks any factual or scientific basis. Further, this 
position is contradicted at least by the Example of the present specification, which 
discloses a nanoemulsion having a oil globule size of 63 nm and a turbidity of 375 NTU. 
Specification at page 50, lines 16 and 18. 

Finally. Restle is silent as to the appearance of the composition, a fact that was 
confirmed by the Board in the prior appeal of the present application. ("Restle and 
Ziegler do not discuss the transparency or turbidity of the disclosed compositions and 
therefore would not have led those skilled in the art to expect that the composition 
resulting from their combination would have the recited property.") See Decision on 
Appeal mailed August 26, 2004 at page 16. Despite the Board's ruling, the Examiner 
continues to assert that it "would have been obvious to one of ordinary skill in the art 
that the Restle nanoemulsion whose average particle size of oil globules is smaller than 
150 nm is translucent to transparent, as suggested by Knowlton, and has a turbidity at 
or below 1 50 NTU. as suggested by Margosiak et al." Examiner's Answer at 5. For all 
the reasons discussed above, the Examiner's conclusion is in error and improper. 

Therefore, based on the uncertainty between particle size and appearance, 
Knowlton is incapable of providing clear evidence that the emulsion of Restle 
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necessarily has a translucent appearance based on the size of the particles. 

Furthermore, Margosiak cannot cure the deficiencies of Knowlton because Margosiak 

does not disclose the size of the particles in the composition. 

For these reasons, the rejection of claims 1-19, 21-23, 28-62, and 68-83 under 

35 U.S.C. § 103(a) as unpatentable over Restle in view of Ziegler, Margosiak, and 

Knowlton, is improper and should be reversed, 

2. The Examiner has not Established that the Proposed 
Modifications Would have been Obvious 

Appellants submit that the combination of Restle, Zeigler, Knowlton, and 
Margosiak do not render obvious the invention of independent claims 1, 68-73. 75, 77, 
and 78, and the claims dependent thereon. In particular, the Examiner has not shown 
(1 ) that there exists some suggestion or motivation to modify the references or to 
combine reference teachings, (2) that there is a reasonable expectation of success, and 
(3) that all claim elements are disclosed by the prior art references. 

Support for this position is found, inter alia, in the first Decision on Appeal in this 
case. As discussed above, in this Decision, the Board concluded that "Restle and 
Ziegler do not discuss the transparency or turbidity of the disclosed compositions and 
therefore would not have led those skilled in the art to expect that the composition 
resulting from their combination would have the recited property." See Decision on 
Appeal mailed August 26, 2004 at page 16. In other words, the Board has already 
determined that the combination of Restle and Z/eg/er provide neither the motivation to 
modify the references or to combine their teachings, nor the reasonable expectation of 
success if their teachings were combined. 
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Also as discussed above, Knowlton and Margosiak do not cure the deficiencies 
of Restle and Ziegler because Knowlton and Margosiak do not teach all the elements 
ascribed to them by the Examiner, and they fail to provide any motivation or suggestion 
to modify or combine the teachings of the prior art. 

As the rejection does not meet any of the three requirements of M.P.E.P. § 2143, 
the rejection is improper and should be reversed. 

B. Claims 24-27 

In rejecting claims 24-27, the Examiner relies on Simonnet. However, Simonnet 
neither teaches nor suggests a nanoemulsion having a turbidity ranging from 60 NTU to 
600 NTU as recited in the present independent claims. The Examiner attempts to save 
this improper rejection by asserting that Simonnet "also teaches that emulsions with 
particle size less than 100nm are transparent similar to water, and further teaches that 
when the particle size is 57nm the transparency of the composition is 67%." Examiner's 
Answer at 6. As discussed above, the Examiner has not established that particle size is 
an inherent proxy for turbidity. Thus. Simonnet does not remedy the turbidity and 
motivation deficiencies of the Examiner's rejection based on Restle, Ziegler, Knowlton 
and Margosiak. 

Accordingly, the rejection remains improper since the Examiner has not met any, 
let alone all three, of the requirements outlined in M.P.E.P. § 2143. Appellants thus 
respectfully request that this rejection over claims 24-27 be reversed. 
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C. Claim 20 

In rejecting clainn 20, the Exanniner relies on Matzik, which teaches annphiphilic 
anionic lipids, to cure the deficiencies of Restle, Ziegler, Margosiak, Knowlton, and 
Simonnet. As previously argued, and as shown above, Matzik, does not remedy the 
deficiencies of the combined disclosures of Restle, Ziegler, Knowlton, Margosiak, and 
Simonnet with respect to claims 24-27. However, Matzik neither teaches nor suggests 
a nanoemulsion having a turbidity ranging from 60 NTU to 600 NTU, as recited in the 
present independent claims. The Examiner has not offered any further arguments to 
support this rejection, or in rebuttal to Appellants' previous arguments, with respect to 
this rejection. 

Accordingly, for substantially the same reasons discussed above, the rejection is 
improper since the Examiner has not met any, let alone all three, of the requirements 
outlined in M.P.E.P. § 2143, including the fact that this combination of references teach 
all the claimed elements. See In re Royka. Appellants thus respectfully request that 
this rejection over claim 20 be reversed. 

D. Claims 64-67 

In rejecting claims 64-67, the Examiner further relies on Decoster, which teaches 
a conditioning benefit that can only be achieved "in a case where (A): A specified 
detergent base and (B): A conditioning system inclusive of at least one cationic polymer 
and at least one aminosilicone are used together." See Decoster ai 12. The specified 
detergent base of Decoster requires "at least one sulfuric acid alkyi ether-type anionic 
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surfactant and at least one Cs - C20 alkylbetaine-type amphoteric surfactant." Decoster 
at 12. 

During prosecution, the Examiner attempted to refute this teaching of Decoster 
by stating that "[e]ven if the conditioning benefits of the Decosfer composition were 
obtained only in the detergent base as described in that reference, the claimed 
invention in instant claims 64-68 does not exclude the presence of the detergent base in 
the claimed composition ." Office Action mailed July 13, 2005 at page 5 (emphasis 
added). It is important to note that the fact that the claimed invention "does not exclude 
the presence of a detergent base" cannot be the basis for the Examiner's attempt to 
show a suggestion or motivation to add the entire conditioning system and detergent 
base of Decoster in the composition allegedly disclosed by Restle, Zieglen Knowlton, 
Margosiak, Simonnet, and Matzik. The absence of a prohibition cannot, alone, be 
construed as providing motivation. As pointed out above, "the examiner must show 
reasons that the skilled artisan, confronted with the same problems as the inventor and 
with no knowledge of the claimed invention , would [actively] select the elements from 
the cited prior art references for combination in the manner claimed." In re Rouffet, 149 
F.3d at 1357, 47 U.S.P.Q.2d at 1458 (Fed. Cir. 1998) (emphasis added). 

The Examiner contends that the "strongest rationale for combining references is 
a recognition, expressly or impliedly in the prior art . . . that some advantage or 
expected beneficial result would have been produced by their combination." Examiner's 
Answer at 10 (citation omitted). However, the Examiner does not show this express 
teaching of an expected benefit. At best, the evidence relied upon by the Examiner only 
shows that the use of aminosilicones in washing compositions is known. This does not 
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establish motivation for a prima facie case of obviousness. As held by the Federal 
Circuit: 

Most if not all inventions arise from a combination of old elements . . . 
However, identification in the prior art of each individual part claimed is 
insufficient to defeat patentability of the whole claimed invention. Rather, 
to establish obviousness based on a combination of the elements 
disclosed in the prior art, there must be some motivation, suggestion or 
teaching of the desirability of making the specific combination that was 
made by the applicant . 

In re Kotzab, 217 F.3d 1365. 1369-70, 55 USPQ2d 1313, 1316 (Fed. Cir. 2000) 

(emphasis added). Thus, by law. the fact that washing compositions contain certain 

ingredients, e.g., aminosilicones, does not and cannot, in and of itself, provide 

motivation for any and all combinations and substitutions of these ingredients within 

washing compositions. 

Therefore, the Office has not met the burden of establishing a prima facie case of 

obviousness. 

For substantially the same reasons discussed above, the rejection is improper 
since the Examiner has not met any, let alone all three of the requirements outlined in 
M.P.E.P. § 2143. Appellants thus respectfully request that this rejection over claims 64- 
67 be reversed. 
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III. Conclusion 

In view of the foregoing, Appellants respectfully subnnit that a prima facie case of 
obviousness has not been established, and request that the § 103(a) rejections of 1-62 
and 64-83 be reversed and withdrawn. 

To the extent any extension of time under 37 C.F.R. § 1.136 is required to obtain 
entry of this Appeal Brief, such extension is hereby respectfully requested. If there are 
any fees due under 37 C.F.R. §§ 1.16 or 1.17 which are not enclosed herewith, 
including any fees required for an extension of time under 37 C.F.R. § 1.136, please 
charge such fees to our Deposit Account No. 06-0916. 



Respectfully submitted, 



FINNEGAN, HENDERSON, FARABOW, 
GARRETT & DUNNER, L.L.P. 



Dated: March 15, 2007 




Attachment: BPAI Decision in related Appeal No. 2004-2205 
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The opinion in support of the decision being entered today was ngi written 
for publication and is Qoi binding precedent of the BoanJ. 



UNITED STATES PATENT AND TRADEMARK OFFICE 



BEFORE THE BOARD OF PATENT APPEALS 
AND INTERFERENCES 



Ex parte VERONIQUE DOUIN, BENEDICTE CAZIN 
JEAN-THIERRY SIMONNET, and ODILE AUBRUn' 



Appeal No. 2004-2205 
Application No. 09/766.403 



HEARD January 13, 2005 



LED 



FEB 0 4 2005 

U5. PATENT mo TRADEMARK OFFICE 
BOARD OF PATENT APPEALS 
AND INTERFERENCES 



Before MILLS. GRIMES, and GREEN, Administrative Patent Jurinas 
GRIMES, Administrative Patent Judne 



DECISION ON APPFAl 

This is a decision on appeal under 35 U.S.C. § 134 from the examiner's final 

rejection of claims 1-9, 11-21. 23-25. 30, 33. 50. 51, and 55-84. all of the claims 

remaining. Claims 1. 71, 73, 75, 79, and 80 are representative and read as follows: 

1 . An oll-in-water nanoemulsion comprising oil globules with an average size 
of less than 150nm comprising at least one oil, at least one amphiphilic 
lipid, and at least one nonionic polymer comprising at least one 
hydrophobic block and at least one hydrophilic block. 

71 . A composition for caring for a keratin material chosen from body skin 
facial skin, mucous membranes, the scalp, the hair, the nails, the 
eyelashes, and the eyebrows comprising a nanoemulsion comprising oil 
globules with an average size of less than 150nm comprising at least one 
oil, at least one amphiphilic lipid, and at least one nonionic polymer 
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comprising at least one hydrophobic block and at least one hydrophilic 
block. 

73. A cosmetic make up composition for a keratin material chosen from body 
skin, facial skin, mucous membranes, the scalp, the hair, the nails . the 
eyelashes, the eyebrows comprising a nanoemulsion comprising oil 
globules with an average size of less than 150nm comprising at least one 
oil, at least one amphiphilic lipid, and at least one nonionic polymer 
comprising at least one hydrophobic block and at least one hydrophilic 
block. 

75. A non-therapeutic care process for a keratin material comprising applying 
to said keratin material a nanoemulsion comprising oil globules with an 
average size of less than 150 nm and comprising at least one oil, at least 
one amphiphilic lipid, and at least one nonionic polymer comprising at 
least one hydrophobic block and at least one hydrophilic block. 

79. A process for thickening oil-in-water nanoemulsions comprising including 
at least one nonionic polymer comprising at least one hydrophobic block 
and at least one hydrophilic block in said nanoemulsions comprising oil 
globules with an average size of less than 150nm and comprising at least 
one oil and at least one amphiphilic lipid. 

80. An oil-in-water nanoemulsion comprising oil globules with an average size 
of less than ISOnm comprising at least one oil phase, at least one 
amphiphilic lipid, and at least one nonionic polymer comprising at least 
one hydrophobic block and at least one hydrophilic block. 

The examiner relies on the following references: 
Cervantes et al. (Cervantes) 5,925.341 Jul. 20, 1999 

Casperson et al. (Casperson) WO 99/36047 Jul. 22, 1999 

Claims 1-9, 1 1-21, 23-25. 30, 33, 50, 51, and 55-84 stand rejected under 35 
U.S.C. § 103 as obvious in view of Cervantes and Casperson. 

We affirm. 

Backoround 

"Oil-in-water emulsions are well known in the cosmetic and dermopharmaceutical 
field particularly for the preparation of cosmetic products such as lotions, tonics. 
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serums, and toilet water." Cervantes, column 1. "The term *nanoemulsion' means a 
metastable oil-in-water emulsion . . . whose oil globule size is less than 150 nm, these 
oil globules being stabilized with a crown of amphiphilic lipids. . . . The transparency of 
these emulsions derives from the small size of the oil globules." Specification, page 1 . 

The prior art "disclose[d] nanoemulsions based on fluid nonionic amphiphilic 
lipids and on silicone surfactants. However, all these nanoemulsions are fluid. For 
certain uses, products are sought which can be measured out and taken up easily by 
hand. To do this, these products must have a certain level of consistency or viscosity." 
Id. , pages 2-3. "It is known practice to use, as thickeners for aqueous media, water- 
soluble or water-dispersible polymers . . . such as carbopol, wherein said polymers can 
have a long chain length and a high molecular weight. When such polymers are used in 
compositions in the form of nanoemulsions. some of such nanoemulsions may tend to 
exhibit a decrease in at least one characteristic, such as stability and transparency." 
Page 3. 

The specification discloses that "oil-in-water nanoemulsions comprising oil 
globules with an average size of less than 150nm comprising at least one oil and at 
least one amphiphil[i]c lipid can be thickened with at least one nonionic polymer." Page 
3. In a working example, the specification reports that an oil-in-water nanoemulsion 
containing a nonionic polymer ("Aculyn 46 from Rohm & Haas") was stable on storage 
for two months at room temperature and at 45*'C, and had a turbidity of 318 NTU and a 

viscosity of 1300 mPa s. See page 54. By contrast, if the Aculyn 46 was replaced with 
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roughly the same amount^ of "Carbopol Ultrez. a composition which is not thickened, 
not transparent (turbidity > 1000 NTU) and not stable on storage is obtained." Id. 

Discussion 

Appellants have grouped the claims into six groups. See the Appeal Brief, page 
4. We will consider claims 1 . 71, 73, 75, 79, and 80 as representative. 37 CFR 
§ 1.192(c)(7). 

1. Claims 1-9. 11-21. 23-25. 30. 33. 50. 51. and 55-69 

Claim 1 is representative of Appellants' first group of claims. Claim 1 is directed 
to an oil-in-water nanoemulsion (i.e.. an emulsion in which the oil globules have an 
average size of less than 150 nm), comprising an oil, an amphiphilic lipid, and a 
"nonionic polymer comprising at least one hydrophobic block and at least one 
hydrophilic block." The specification states that amphiphilic lipids are also known as 
surfactants, emulsiflers, or surface agents (page 2) and that a wide variety of such 
compounds can be used in the claimed composition (see pages 10-36). The 
specification also states that nonionic polymers having the recited properties include 
"the products Aculyn 44 and Aculyn 46 from the company ROHM and HAAS." Page 7. 

The examiner rejected all of the pending claims as obvious in view of Cervantes 
and Casperson. The examiner noted that Cervantes teaches oil-in-water 
nanoemulsions meeting all the limitations of instant claim 1, except for the nonionic 
polymer. See the Examiner's Answer, pages 3-4. The examiner cited Casperson as 
"teach[ing] the use of polyether-polyurethane block copolymers [e.g.. Aculyn 46] in hair 



^ "0.75 g AM" of Aculyn 46 versus "1% AM by weight" of Carbopol Ultrez; AM eippears to be an 
abbreviation for "active material." 
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care compositions for the enhanced Theological and conditioning benefits." id, page 4. 
The examiner concluded that "[i]t would have been obvious to one of ordinary skill in the 
art at the time of the invention to add a nonionic block polymer as taught by [Casperson] 
to the nanoemulsion of [Cervantes] with a reasonable expectation of obtaining 
enhanced rheological and hair conditioning benefits." id 

We agree with the examiner that the cited references would have made obvious 
a nanoemulsion composition within the scope of claim 1. To summarize. Cervantes 
teaches an oil-in-water nanoemulsion meeting all of the limitations of instant claim 1 
except for the inclusion of a nonionic polymer. See. e.g., column 1 , lines 52-62. Such 
nanoemulsions are disclosed to be useful in, among other things, hair conditioners. 
See column 13, lines 6-13, and the working examples. Cervantes suggests that the 
disclosed nanoemulsions "may contain water-soluble or fat-soluble active agents having 
a cosmetic or dermopharmaceutical activity"; e.g., thickeners. See column 12, lines 15- 
17, 32, and 34-43. 

Casperson teaches a "two-part hair dye composition . . . that is mixed 
immediately before or at the time of application to the hair to form the final oxidative hair 
dye composition." Page 4, lines 11-13. "After mixing, ... the rheology of the resultant 
mixture is such that it is easily applied to hair, sets up rapidly and does not run or drip." 
Page 4, lines 20-23. The disclosed composition "comprises a polyether polyurethane, 
preferably a nonionic polyether polyurethane." Page 4, lines 24-25. "[T]he polyether 
polyurethane polymers utilized in the compositions . . . enhance the conditioning effects 
and thickening properties of the resultant hair dye composition so as to provide superior 
rheological and conditioning benefits to the user." Pages 4-5. "A preferred polyether 
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polyurethane for use in the compositions ... is commercially available from Rohm and 
Haas under the tradename Aculyn 46." Page 5, lines 5-10. 

We agree with the examiner that, based on these disclosures, a person of 
ordinary skill in the art would have found it obvious to modify the nanoemulsion 
composition taught by Cervantes by including in it the Aculyn 46 nonionic polymer 
disclosed by Casperson. Motivation to so modify Cervantes' composition is provided by 
Cervantes' suggestion to include a thickener in the nanoemulsion composition, together 
with Casperson's teaching that Aculyn 46 "provide[s] superior rheological and 
conditioning benefits" in a composition to be applied to hair. 

Appellants argue that those skilled in the art would not have been motivated to 

combine the references because Cervantes' composition is an oll-in-water emulsion 

while Casperson's composition is aqueous. Appellants note that Cervantes suggests 

using Carbopol, among other things, as a thickener in the disclosed nanoemulsions, 

Appeal Brief, page 8, but the instant specification provides an example in which 

replacing Aculyn 46 with Carbopol Ultrez results in "a composition which is not 

thickened, not transparent . . . and not stable on storage." Appeal Brief, page 8. 

Appellants argue that 

while it is clear that [Casperson] contemplates the use of polyether- 
polyurethane polymers as thickeners, the polymers are for use in aqueous 
systems. See page 6, line 23. . . . There is absolutely no suggestion of 
using these polymers in emulsions, nanoemulsions, or in the presence of 
oil, as is claimed. . . . [T]here is no suggestion or motivation that such 
polymers would be viable with the oil-in-water emulsions of the 
[Cervantes] reference. . . . Nor would one have expected that the 
polyether-polyurethane would function successfully in that different 
environment. 

Appeal Brief, pages 8-9. 
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In response to this argument, the examiner "note[d] that both compositions have 
[a] continuous water phase. An oil-in-water nanoemulsion is an aqueous dispersion of 
the nanoparticles of oil [globules]. See [Cervantes], col. 1, lines 52-62." Examiner's 
Answer, page 6. The examiner argues that "[t]here is nothing nonobvious about using a 
thickener for a water solution such as the hair dye of [Casperson] to modify the viscosity 
of the water phase or the [Cervantes] oil-in-water nanoemulsion." \± 

We agree with the examiner that the references support a prima facie case of 
obviousness. Cervantes suggests that any of a variety of known thickeners could be 
used to thicken the disclosed oil-in-water nanoemulsion. and the examiner has provided 
a reasonable explanation for why those skilled in the art would expect that a thickener 
used in aqueous compositions would also be useful for an oil-in-water nanoemulsion. 
Based on Cervantes' disclosure, and given the examiner's explanation of how the cited 
references would have been viewed by those skilled in the art, we agree with the 
examiner that the skilled artisan would have found it obvious to use Casperson's 
thickener in Cervantes' composition, with a reasonable expectation of success. See In 
re O'FarrelL 853 F.2d 894, 903-04, 7 USPQ2d 1673, 1681 (Fed. Cir. 1988) 
("Obviousness does not require absolute predictability of success. . . . For obviousness 
under § 103, all that is required is a reasonable expectation of success."). 

It is true that the specification provides evidence that one thickener (Carbopol) 
works worse than would have been expected based on the prior art disclosures. 
However. Appellants have provided no evidence that Carbopol is representative of the 
other thickeners suggested by Cervantes or is representative of thickeners used in 
aqueous compositions. Nor have Appellants provided evidence to show that those 
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Skilled in the art generally expeoted thickeners for aqueous oomposltion to be 
inapplicable ,o oil-in-water en,ulsions or oi,-i.water nanoemulsions. Thus, the evidence 
of record does not support Appellants' argument that those skilled in the art would not 
have been motivated to combine Casperson Cervantes because they would no. 
have expected Aculyn 46 to thicken an oil-in-water nanoemulsion. 

The references cited by the examiner support a EdOBiasifi case of obviousness 
With respect to claim t , which has no. been rebutted by the examiner. We affirm the 
reiecion of Calm 1. Claims 2-9, . .-21, 23-25, 30, 33, 50, 51, and 55-69 fall ^ claim ,. 
2. Claims 7n-79 anw -yg p., 

Appellants split claims 70-72 and 75-84 into four groups and argue them 
separately. The arguments are substantially the same, however, so to avoid repetition 
we will address them together. 

Claim 71 . 75. 79. and 80 are representative of Appellants' claim groupings- 
•S^taS»~^ 

nanoemulsion defined by claim 1. a"s'ic«i me 

* ZTJl!^- '^'"^''^^'^ *° ^ "P'°^ss ^o-- thickening oil-in-water 

Since .he references relied on by the examiner suggest a hair conditioning 
oomposltion comprising the ingredients in claim ,, the references also suppon a emm. 
case of Obviousness with respect to claims 71 , 76, 79, and 80. That is, they 
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suggest a "composition for caring for a keratin materiar (i.e., a hair conditioning 
composition), a "non-therapeutic care process for a keratin material" (i.e., conditioning 
hair by applying the composition to hair), a "process for thickening oil-in-water 
nanoemulsions" (i.e., adding Casperson's Aculyn 46 to Cervantes' composition as a 
thickener), and a nanoemulsion containing an oily phase (which does not appear to 
differ in substance from a composition containing an oil). 

With regard to claims 70-72, Appellants argue that "neither the [Cervantes] 
reference nor [Casperson] teach the claimed nanoemulsion, let alone for the purposes 
recited in claims 70-72." Appeal Brief, page 11. With regard to claims 75-78, 
Appellants argue that "neither the [Cervantes] reference nor [Casperson] teach the 
claimed nanoemulsion, let alone for the purposes recited in claims 75-78." Appeal Brief, 
page 13. With regard to claim 79. Appellants argue that "neither the [Cervantes] 
reference nor [Casperson] teach the claimed nanoemulsion and thus cannot teach a 
process for thickening such nanoemulsions." Appeal Brief, page 14. With regard to 
claims 80-84, Appellants argue that "there is no teaching or suggestion for the elements 
set forth in claims 80-84, Indeed, as the combination of references do not teach or 
suggest the nanoemulsion of claim 80. it certainly does not teach or suggest 
[dependent] claims 81-84." Appeal Brief, page 15. 

None of these arguments are persuasive. While it is true that neither reference 
by itself teaches the claimed composition, the combined references would have 
suooested it to those of skill in the art, and also would have suggested the additional 
limitations in claims 71 , 75. 79, and 80. The rejection of claims 71 . 75. 79. and 80 is 
affirmed. Claims 70, 72. 76-78, and 81-84 fall with claims 71, 75. 79, and 80. 
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3. Claims 73 and 74 

Claim 73 is representative of Appellants' third group of claims. Claim 73 is 
directed to a "cosmetic make up composition for a keratin material" comprising the 
same nanoemulsion as defined by claim 1. Cervantes discloses nanoemulsions 
comprising all of the ingredients recited in claim 73 except for the nonionic polymer. 
See column 1 . lines 52-62. Cervantes discloses that the nanoemulsion "compositions 
may also be make-up compositions such as foundations, tinted day creams, mascaras, 
blushers, eyeshadows, lip compositions, and nail varnishes." Column 13, lines 25-27. 

Cervantes also suggests that the disclosed compositions "may contain water- 
soluble or fat-soluble active agents having a cosmetic or dermopharmaceutical activity"; 
e.g.. thickeners. See column 12, lines 15-17, 32, and 34-43. Casperson teaches 
Aculyn 46 as a thickener in a hair dye composition. Casperson teaches that Aculyn 46 
"provide[s] superior rheological . . . benefits" (page 4, line 30) "such that it is easily 
applied to hair" (page 1, lines 22-23). 

Based on these disclosures, we agree with the examiner that the references 
would have suggested the composition of claim 73 to a person of ordinary skill in the 
art. For example, the skilled artisan would have found it obvious to add Casperson's 
Aculyn 46 to the nanoemulsion-containing mascara composition suggested by 
Cervantes, in order to provide a composition that could be easily applied to eyelashes. 

Appellants argue that "neither the [Cervantes] reference nor [Casperson] teach 
the use of the compound as claimed in Claim 1 and certainly not for the purposes 
specified in Claims 73-74." Appeal Brief, page 12. 
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We disagree. For the reasons discussed above, we conclude that the cited 
references would have suggested the claimed composition to those of skill in the art, 
including the additional limitations of claim 73. We therefore affirm the rejection of claim 
73. Claim 74 falls with claim 73. 

Other Issues 

A commonly assigned patent application (09/765,675) was recently the subject of 
another appeal to this board (Appeal No. 2004-0378). Most of the claims in the earlier 
appeal differ from the claims in this appeal because they are directed to nanoemulsions 
containing cationic, not nonionic. polymers. However, claim 78 of the '675 application 
appears to be identical to claim 80 of the Instant application. 

If the instant application is re-filed or subject to further prosecution, the examiner 
should review the pending claims in this application and in the '675 application. If any of 
the claims of the two applications are identical or not patentably distinct, a rejection for 
statutory double patenting or obviousness-type double patenting may be appropriate. 

In addition, we note that the earlier appeal involving the '675 application did not 
contain a rejection based on the Cervantes and Casperson references applied in this 
case. We also note that, according to PALM, the '675 application is still pending before 
the examiner. The examiner may wish to review the rejections in the '675 application 
and consider whether the closest prior art has been applied to. e.g., claim 78 in that 
case. 
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Summary 



The references cited by the examiner would have suggested the claimed 
compositions and methods to those of ordinary skill in the art. The rejection for 
obviousness is affirmed. 

No time period for taking any subsequent action in connection with this appeal 
may be extended under 37 CFR §1.1 36(a). 



AFFIRMED 
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